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DETAILED ACTION 
Claim Objections 

Claims 14-17 are objected to because of the following informalities: The claims 
are directed to apparatus claims, but the steps recite the methods. For example 
Claim 14 recites an apparatus of claim 13 further comprising (a, b.c.d—) which 
are the steps. Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex 
IV, reads as follows: 

Descriptive material can be characterized as either "functional descriptive material" or "nonfunctional 
descriptive material." In this context, "functional descriptive material" consists of data structures and 
computer programs, which impart functionality when employed as a computer component. (The 
definition of "data structure" is "a physical or logical relationship among data elements, designed to 
support specific data manipulation functions." The New IEEE Standard Dictionary of Electrical and 
Electronics Terms 308 {5th ed. 1 993).) "Nonfunctional descriptive material" includes but is not limited 
to music, literary works and a compilation or mere arrangement of data. 

When functional descriptive material is recorded on some computer-readable medium it becomes 
structurally and functionally inten^elated to the medium and will be statutory in most cases since use of 
technology permits the function of the descriptive material to be realized. Compare In re Lowry, 32 
F.3d 1579, 1583-84, 32 USPQ2d 1031 , 1035 (Fed, Cir. 1994) (Claim to data structure stored on a 
computer readable medium that increases computer efficiency held statutory) and Warmerdam, 33 
F.3d at 1360-61 , 31 USPQ2d at 1759 (claim to computer having a specific data structure stored in 
memory held statutory product-by-process claim) with Warmerdam, 33 F.3d at 1361 , 31 USPQ2d at 
1760 (claim to a data structure per se held nonstatutory). 

In contrast, a claimed computer-readable medium encoded with a computer program is a computer 
element which defines structural and functional interrelationships between the computer program and 
the rest of the computer v\4iich permit the computer program's functionality to be realized, and is thus 
statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. 
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Claim(s) [23-26] is/are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows. Claim [23-26] 

defines a [a computer program and a computer readable 

medium] embodying functional descriptive material. However, the claim does 

not define a computer-readable medium or memory and is thus non-statutory for 
that reason (i.e., "When functional descriptive material is recorded on some 
computer-readable medium it becomes structurally and functionally interrelated 
to the medium and will be statutory in most cases since use of technology 
permits the function of the descriptive material to be realized" - Guidelines Annex 

IV). That is, the scope of the presently claimed [a computer program 

and a computer readable medium] can range from paper on which 

the program is written, to a program simply contemplated and memorized by a 
person. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed In the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1-3,5-9,11-12,23-26 are rejected under 35 U.S.C, 102(e) as being 
anticipated by Berkner et al. (US 20040146199 A1) hereafter Berkner. 

1. Regarding Claim 1, Berkner discloses a method for generating a thumbnail 
image in (Figs 1 and 2), comprising: discarding data of a portion of jines of an 
original image of an original document on (Page 5 Para 0071); and combining 
data not discarded to generate the thumbnail image corresponding to the original 
image on (Page 5 Para 0072). 

2. Regarding Claim 2, Berkner discloses the method of claim 1, further 
comprising: identifying the portion of lines to be discarded based on a y_position 
value and a yjncrement value at (Page 4 Para 0064 and 0065); selecting pixels 
in lines not discarded that are within a neighborhood from a current x^position 
value and an x_size value at (Page 5 Para 0068,0069,0070,0071); and 
combining values of selected pixels to generate a value of a current pixel of the 
thumbnail image at (Page 5 Para 0072). Berkner discloses a canvas (rectangle) 
that is used for selection of the image that is to be discarded and the remaining 
portion is displayed. Berkner discloses the importance of the text zone is 
determined based on the position in the page. 

3. Regarding Claim 3, Berkner discloses the method of claim 2, further 
comprising: including one or more pixels in a first neighborhood that are within a 
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boundary corresponding to the current x _position value and a position 
corresponding to a sum of the current x_position value and the x_si2e value; 
generating a next current x_position value for a next pixel of the thumbnail image 
by: 1 ) adding the xjncrement value to the current xjDOsition value 
corresponding to the current pixel of the thumbnail image, or 2) adding the 
yjncrement value to a current y_position value corresponding to the current 
pixel of the thumbnail image and setting the next current xjDOsition value to an 
x_start value if a sum of the xjncrement value and the current x_position value 
exceeds a line_width value, or when an x_count value of reduced size pixels 
exceeds an x_countJimit value, the x_count value being a pixel number in a 
current line of the reduced size image; and including pixels in a next 
neighborhood that are within a next boundary corresponding to the next current 
x_position value for the next pixel of the thumbnail image and the next current 
x_position value corresponding to a sum of the current x_position value and the 
x_size value at (Page 5 Para 0070,0071 and 0072). Berkner discloses the crop 
locations (e.g. coordinateis, height and width), the paste locations (x and y 
coordinates), dimensions, scaling (e.g. floating point and rational number) 
which indicates the starting positions along the x and y direction and how far the 
selection goes in each direction i.e. the crop size, length, width and height are 
selected. 

4. Regarding Claim 5, Berkner discloses the method of claim 3, further 



Application/Control Number: 1 0/776,620 Page 6 

Art Unit: 2624 

comprising: setting the boundary to include pixels of the original image that has a 
position that is at most half a distance between adjacent pixels from the current 
x_position value, and to include pixels of the original image that has a position 
that is less than half the distance between adjacent pixels from a position of the 
current x_position value plus an x_slze value at (Page 5 Para 0070,0071 and 
0072). Berkner discloses the crop locations (e.g. coordinates, height and 
width), the paste locations (x and y coordinates), dimensions, scaling (e.g. 
floating point and rational number) which indicates the starting positions along 
the X and y direction and how far the selection goes in each direction i.e. the crop 
size, length, width and height are selected. 

5. Regarding Claim 6, Berkner discloses the method of claim 2, further 
comprising: setting a number of selected pixels to be a power of two; summing 
into a sum the selected pixels; and binary shifting the sum by an exponent of the 
power of two to generate the current pixel of the thumbnail image on (Page 5 
Para 0070,0071,0072,0073,0074). Berkner discloses the selection (cropping) 
done by the processor in (Page 9 Para 0161) and computing. The processing 
logic is able to process in floating point binary value as disclosed in Para 0070. 

6. Regarding Claim 7, Berkner discloses a method for generating a reduced size 
image in (Figs 1 and 2), comprising: discarding all data spanned by a portion of 
one or more first dimensions of a plurality of dimensions that span an original 
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image of an original document at (Page 4 Para 0064 and 0065); and combining 
data not discarded to generate a reduced size image corresponding to the 
original image at (Page 5 Para 0070,0071 and 0072). 

7. Regarding Claim 8, Berkner discloses the method of claim 7, further 
comprising: identifying the portion of the first dimensions based on one or more 
first position values and one or more first increment values, one first position 
value and one first increment value corresponding to each of the first dimensions 
(Page 4 Para 0064 and 0065); identifying the data not discarded based on the 
first position values, the first increment values, second position values and 
second increment values, each pair of the second position and increment values 
corresponding to one of second dimensions which are the plurality of dimensions 
other than the first dimensions (Page 5 Para 0068,0069,0070,0071); selecting 
data points of the data not discarded that are WAh\r\ a neighborhood from a 
current position value corresponding to the first and second position values; and 
combining selected data points to generate a current data point of the reduced 
size image (Page 5 Para 0072). Berkner discloses a canvas (rectangle) that is 
used for selection of the image that is to be discarded and the remaining portion 
is displayed. Berkner discloses the importance of the text zone is determined 
based on the position in the page. 
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8. Regarding Claim 9, Berkner discloses the method of claim 8, further 
comprising: including one or more data points in a first neighborhood that are 
within a boundary corresponding to the current position value and a position 
value corresponding to a sum of the current position values and corresponding 
size values, one size value corresponding to each of the second dimensions; 
generating next current position values for a next data point of the reduced size 
image by: 1 ) adding the second increment values to the current position values 
corresponding to the current data point of the reduced size image in the second 
dimensions, or 2) adding the first increment values to the current position values 
corresponding to the current data point of the reduced size image in the first 
dimensions and setting the next current position values in the second dimensions 
to start values corresponding to the second dimensions if a sum of the second 
increment values and the current position values exceeds width values 
corresponding to any of the second dimensions, or when a count value in one of 
the second dimensions of reduced size pixels exceeds a corresponding 
count Jim it value, the count value being a next data point position in a current 
line of the reduced size image; and including data points in a next neighborhood 
that are within a next boundary corresponding to the next current position and a 
position value corresponding to a sum of the current position values and the 
corresponding size values at (Page 5 Para 0070,0071 and 0072). Berkner 
discloses the crop locations (e.g. coordinates, height and width), the paste 
locations (x and y coordinates), dimensions, scaling (e.g. floating point and 



Application/Control Number: 10/776,620 Page 9 

Art Unit: 2624 

rational number) which indicates the starting positions along the x and y 
direction and how far the selection goes in each direction i,e. the crop size, 
length, width and height are selected. 

9. Regarding Claim 1 1 , Berkner discloses the method of claim 9, further 
comprising: setting the boundary to include data points of the original image that 
has a position value that is at most half a distance between adjacent data points 
from the current position value in any of the second dimensions, and to include 
data points of the original image that has a position value that is less than half 
the distance between adjacent data points from a position value set by any one 
of the current position values plus a corresponding size value in any of the 
second dimensions on (Page 4 Para 0064 and 0065). 

10. Regarding Claim 12, Berkner discloses the method of claim 8, further 
comprising: setting a number of selected data points to be a power of two; 
summing into a sum the selected data points; and binary shifting the sum by an 
exponent of the power of two to generate the current data point of the reduced 
size image on (Page 5 Para 0070,0071,0072,0073,0074). Berkner discloses the 
selection (cropping) done by the processor in (Page 9 Para 0161) and 
computing. The processing logic is able to process in floating point binary value 
as disclosed in Para 0070. 
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11. Claim 23 is a software program that performs a corresponding method of 
Claim 1. Therefore see the explanation of Claim 1. Berkner also discloses a 
program on (Page 3 Para 0037). 

12. Claim 24 is a software program that performs a corresponding method of 
Claim 2. Therefore see the explanation of Claim 2. Berkner also discloses a 
program on (Page 3 Para 0037). 

13. Claim 25 Is a software program that performs a corresponding method of 
Claim 3. Therefore see the explanation of Claim 3. Berkner also discloses a 
program on (Page 3 Para 0037). 

14. Regarding Claim 26, Berkner discloses a computer-readable medium, 
comprising the software program of claim 23 on (Page 3 Para 0037). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaily disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 13-15,18-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Berkner in view of Siegel et al. (US 20050063615 A1) hereafter Siegel. 



15. Regarding Claim 13, Berkner discloses an apparatus on (Page 2 Para0013). 
Berkner also disclose the apparatus creating a constrained display in Para 0037 
and 0071. Berkner also discloses performing a connected component analysis to 
produce connected neighborhoods (fill in details) on (Page 8 Para 0118,0119 
and 0120) however is silent about the apparatus comprising: an interpolator; a 
position controller coupled to the interpolator; one or more position values couple 
to the position controller, the position controller discarding all data in an original 
image of an original document spanned by a portion of first dimensions of a 
plurality of dimensions that span the original document by processing the position 
values to skip over discarded data, and the interpolator combining data not 
discarded to generate a reduced size image of the original image. 

Siegel discloses an apparatus in (Figs 1 and 2) an interpolator; a position 
controller coupled to the interpolator; one or more position values couple to the 
position controller, the position controller discarding all data in an original image 
of an original document spanned by a portion of first dimensions of a plurality of 
dimensions that span the original document by processing the position values to 
skip over discarded data, and the interpolator combining data not discarded to 
generate a reduced size image of the original image on (Page 1 Para 0009 and 
0010 and Page 3 Para 0034). Siegel also discloses a system and a method of 
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suppressing one or more features before the image content is displayed in (Para 
0008). Siegel also discloses such a system is needed in which images of some 
or all of the text, pictures and other features surrounding the located search 
terms would be provided for immediate review by the user, consistent with the 
permissions granted for providing such content to the user in (Para 0007). 
(Restricted content would be suppressed). Both Berkner and Siegel are from 
the same field of endeavor and are analogous art; therefore it would have been 
obvious for one of ordinary skill in the art at the time the invention was made to 
use the teachings of Siegel in the apparatus and method of Berkner for the 
above reasons. 

16. The rejection of all the elements of Claim 14 ahs been discussed with respect 
to the method Claims 2 and claim 8. Berkner discloses an apparatus on (Page 2 
Para0013). Berkner also disclose the apparatus creating a constrained display in 
Para 0032 and 0071 . Siegel discloses an apparatus in (Figs 1 and 2) an 
interpolator; a position controller coupled to the interpolator; one or more position 
values couple to the position controller, the position controller discarding all data 
in an original image of an original document spanned by a portion of first 
dimensions of a plurality of dimensions that span the original document by 
processing the position values to skip over discarded data, and the interpolator 
combining data not discarded to generate a reduced size image of the original 
image on (Page 1 Para 0009 and 0010 and Page 3 Para 0034). Siegel also 
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discloses a system and a method of suppressing one or more features before the 
image content is displayed in (Para 0008). Siegel also discloses such a system is 
needed in which images of some or all of the text, pictures and other features 
surrounding the located search terms would be provided for immediate review by 
the user, consistent with the permissions granted for providing such content to 
the user in (Para 0007). (Restricted content would be suppressed). Both 
Berkner and Siegel are from the same field of endeavor and are analogous art; 
therefore it would have been obvious for one of ordinary skill in the art at the time 
the invention was made to use the teachings of Siegel in the apparatus and 
method of Berkner for the above reasons. 

17. The rejection of all the elements of claim 15 has been discussed with respect 
to Claim 3. See the explanation of Claim 3 performed by the apparatus. 

18. The rejection of all the elements of claim 18 has been discussed with respect 
to Claim 6. See the explanation of Claim 6 performed by the apparatus. 

19. Regarding Claim 19 Berkner discloses an apparatus, comprising: position 
controlling means for identifying data points of an original image of an original 
document to be used to generate a reduced size image in (Figl and Page 3 
Para 0037 and 0038). Berkner also discloses performing a connected 
component analysis to produce connected neighborhoods (fill in details) on 
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(Page 8 Para 0118,0119 and 0120) however is silent about the apparatus and 
interpolation means for generating output data points of the reduced size image 
based on the data points identified by the position controlling means. 

Siegel discloses interpolation means for generating output data points of 
the reduced size image based on the data points identified by the position 
controlling means on (Page 1 Para 0009 and 0010 and Page 3 Para 0034). 
Siegel also discloses a system and a method of suppressing one or more 
features before the image content is displayed in (Para 0008). Siegel also 
discloses such a system is needed in which images of some or all of the text, 
pictures and other features surrounding the located search terms would be 
provided for immediate review by the user, consistent with the permissions 
granted for providing such content to the user in (Para 0007). (Restricted 
content would be suppressed). Both Berkner and Siegel are from the same 
field of endeavor and are analogous art; therefore it would have been obvious for 
one of ordinary skill in the art at the time the invention was made to use the 
teachings of Siegel in the apparatus and method of Berkner for the above 
reasons. 

20. Regarding claim 20, Berkner and Siegel discloses an apparatus of claim 13. 
Berkner further discloses a xerographic marking device incorporating the 
apparatus of claim 1 3 on (Page 2 Para 0032). 
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21. Regarding claim 21, Berkner and Siege! discloses an apparatus of claim 13. 
Berkner further discloses a marking device incorporating the apparatus of claim 
13 on (Page 2 Para 0032). 

22. Regarding claim 22, Berkner and Siegel discloses an apparatus of claim 13. 
Berkner further discloses a digital photocopier incorporating the apparatus of 
claim 1 3 on (Page 2 Para 0032). 

Allowable Subject Matter 

Claims 4,10,16 and 17 objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or eartier communications from the 
examiner should be directed to Jayesh A. Patel whose telephone number is 571- 
270-1227. The examiner can normally be reached on M-F 7.00am to 4.30 pm (5- 
4-9). If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jingge Wu can be reached on 571-272-7429. The fax 
phone number for the organization where this application or proceeding is 
assigned is 57 1 -273-8300. 



Application/Control Number: 10/776,620 
Art Unit: 2624 



Page 16 



Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status infomiation 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more infomiation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571-272-1 000. 

Jayesh Patel 
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